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Whtle trademark r1ghts are generally acqulred through reglstratlon under
~ the Intellectual Property Code, registration does not confer rights where it was
~ obtained fraudulently orin violation of the law. The Intellectual Property Code

o _does not protect the. reglstratlon of amark that knowmgly approprlates another
e estabhshed busmess 1dent1ty C ST : -

Antecedem‘s

Thls Petltlon for Rev1ew assalls the Resolutlons dated March 25, 20242
~and February 12, 20253 of the: Court of Appeals (CA) which dlsmlssed the

1 Rollo pp- 445’) . : ' ' '
2 Id at55-59. The March 25, 2024 ‘{esolutlon in CA-G-R. SP ‘\In 182419 was penned by Assoc1ate Justice
. Mary Charlene V. Hernandez-Azura and coficurred in by Associate Justices Victoria IsabelA Paredes and
" “Florencio M. Mamauag, Ir. of the Twelfth Division, Court of Appeals, Manila. - . _
3Id at 61—68 The February 12, 2025 Resolutmn in" Che- G R. 8P No 1824i9 was penned by Assoc1ate :



' Decision o2 . G.R.No. 279019

o _Peﬁﬁon’ for Review filed by petitioners Albeﬁ King and Arthur King (brothers -
~. King), heu*s of ng Sl Biak, for bemg filed out of time and on technical
grounds ,

i The ‘case stemmed: from' two Petitions for Cancellation® filed by the
brOther_"s King involvin-g two Lido marks (subject marks):

Trademark Reglstratmn 1 ‘Trademark Registration
No.42012-014828° | No.4-2012-014829°

_ ‘Tt is undisputed that the Lido Restaurant was owned by Eng Son Co., a

partnership -established ‘in 1997 between two individuals: King Si Biak and
Annie “Alipio (Alipio).” When the bUSiness'reIationship between the two
"':deterlorated ‘Alipio | filed in 2008 her own application for registration of the
trademark - “Panciteria - Lido” for restaurant falling under Class 43. The
- application was opposed by King Si Biak, and the case was docketed as Inter
-:Partes Case (IPC) No. 14 2009-00213.8

_ In a Demsmn9 dated November 19, 2010 ‘the Bureau of Legal Affairs
o (BLA) ruled that the. rlght to register the trademark “Panciteria Lido” belonged

~.to Eng Son Co., eon31der1ng Alipio’s own. adImssmn that: the partnershlp owned
the business. Aceordmgly, Ahpm could not- reglster it in“her own name. The
- BLA further ruled that, even assummg the. partnershlp had been dissolved at

. Alipio’s instance, Such dlssolutlon did not terminate  the partnershlp, which
 ‘continued to ex1s‘t untll the Wmdlng up: of its. affaxrs Thls Decision had since

5 'attalned ﬂnahty :

ng S1 Blak passed away in 20 10, leavmg the brothers King as his heirs.
Alipie, on the other hand, entered into a new partnership with other individuals
- .and formed respondent. Panc1ter1a Lido Chinese Cuisine Co. (PLCCC). In 2012,
~ PLCCC applied for the reg1strat10n of the subject Lido marks. The appheatlons
were granted promptmg the heirs to file the petitions. for cancellation.'

. Justice Mary Charlene V. Hernandez-Azura and concurred in by Associate Justices Tita Marilyn B, Payoyo-
Villordon and Florencm M, Mamauag, Jr of The Speclal Former Twelfth Division, Court of Appeals,
‘Manila: : :
Id. at 117~ 126, 227—236 _ SRR
Id, &t 117. The. reg1strat10n covers Classes 29 ’30 and 43
Id. at227. The reglstratlon covers C]RSSG:: 29 30 and 43
1d. at328,71007. .
Id. at 1008
Id. at 152-163. "
10 1d at 159-163; see id: at6 1026
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- Rulmg of the BLA Aaﬁudzcanon Oﬁf‘ch e

Ina Decmon dated December 18 2()20 12 the BLA AdJudlcatlon Officer
-granted the brothers® petitions for cancellation. The Adjudication Officer found
that the mark “I.ido” was first adopted and used in commerce as. part of the

- name “Panciteria Lido,” ' which later became the Lido Restaurant. King Si Biak

~ and Alipio subsequently formed Eng Son Co. to operate the restaurant, and the

partnership continuously used the Lido name in connection with its business. . -
-Considering that PLCCC’s registered marks mccrpcrated the dommant word
element “Lido,” the Adjudication Officer concluded that the dlsputed marks

- belonged to Eng Son Co., not PLCCC, and that the latter’s trademark

o '..reglstratlons could nct prevaﬂ over. the partnershlp 5. superlor ownershlp :

, The dlspos1t1ve portlon of the Decismn states

S WHEREFORE prem1ses conmdercd he_Lj mstant PetlthIlS for.
Cancellatlon are hereby GRANTED. Accerdmgly, Trademark: Reg1strat10n Nos.
4-2012-014828 and 4-2012-014829 for =5 and s for use on “medat, Jish, poultry,
and game; meal exiracts, preserved, frozen, dried and ‘cooked . fruits and
vegetables; jellies, jams, and compotes; eggs, milk and milk products; edible oils

_and fats” under Class 29, “coffee, teq, cocoa, sugar, rice, lapioca, sago, artificial
coffee, flour' and preparatzons wmade from _cereals, bread, - pastry -and

_ con]%crzonery ices; honey, treqacle; - yeast, baking-powder; salt, musiard; vinegar, -

- sauces (condzmenls') sprces ice” under Class 30-and “services for providing food
and ~ drink, temporary -accommodation” . under Class - 43, are hereby
CANCELLED. Let the filewrapper of the subJect trademark registration be
returned, together with a copy of this Decision, to the Bureau of Trademarks for
1nformat10n and appropnate act10n : o

SO ORDERED 4 (Empha51s in the orlgmal)

Aggrleved PI CCC appealed tc the BLA l1rector

_ Rulmg of z‘he BLA Execuzzve Dn*ecz‘o r

In its. Dec1s.10n16 dated Decembe1 30 2022 the D1rect0r of the BLA
affirmed the Decision” of the Adjudication Officer. Tt found that PL.CCC
reglstered the subject marks in bad faith, having prior knowledge that the Lido -

mark belonged to Eng Son Co. The Director further held that, absent any

showing that the partnership- ‘had been hquldated and its assets- lawfully
: dlstrxbuted ownershlp of the Lido malk remamed Wlth Eng Son Co.

2 kd at 1006-1023. The December 18, 2020 De01510n in 1PC-Nos. 14-2018- 00532 and 14- 2018 00550 was
penned by Atty. Josephine C. Alon, L.L.M, Adjudication Officer of the Bureau of Legal Affairs, Intellectual
Property Office. _

1B Id at 1018-1623. o :

.14 Id at 1023, _ : '. : . R y

% -Seeid. at 1025. : ' ' '

16 Jd at [025-1029. The: December 30 2022 Dec151011 No AD- 2022 1527i was penned by Atty. Nathamel B
' S. Alevaic Dlrector IV Bureau ot Legal Affmrs lntellectuai Property Ofﬁce . _
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o Accordmgly, PLCCC had no' rrght to approprlate and register the ma:rk in its

- OWIl name. Fmally, the Director ruléd that the. brothers, having succeeded to
'ng Si Biak’s propnetary interest in. the partnershlp, were real parties-in-
mterest in the cancellatron proceedings.!’

- The d1sp0s1t1ve port1on of the Dec1s1on reads

WHFREFORE prenuses consrdered the instant  appeal is hereby
_ .DISMISSED for lack of merit. Ac_cordrn_gly, Declsron No. 2020-291 is hercby
- AF FIRMED ﬁnding no cogent reason 1o reverse the same.

SO ORDERED 8 (Ernphas1s in the original)
- : Aggrleved PLCCC appealed to. the IPO Dlrector General 19
_ 'Rulmg of z‘he IPO Off‘ ice. of the Dzrector General

‘Ina Dec1s10n dated December 18 202320 the Drrector General reversed the

B Decision of the Director and’ dismissed-the petitions for cancellation. It held

*_that, under the Intellectual Propertv Code, ownership of a trademark is acquired
through registration rather than prior use: Since neither Eng Son Co. nor King
'Si Biak had an ex_rstmg trademark registration or pending application covering
the subJect marks, PLCCC validly acquired ownership of the marks upon
_ _reg1strat10n The Drrector General likewise rejected the brothers’ claim of bad
- faith, reasoning that. PLCCC ‘merely continued " the restaurant business.
' _preV1ously operated by Eng Son Co. Finally, it ruled that the brothers King were

not the real part1es -in~interest because PLCCC, not Eng Son Co owned the
' subJect marks.?! ' :

The drspos1t1ve portron of the Decrsron reads

Wherefore premlses consrdered the appeal is hereby granted Let a copy
~ of this dec151on be furnished the Bureau of Legal Affairs for appropriate action.
. Let a-copy of this dec1sron be furnished also the Bureau of Trademarks and the

library. of the Documerrtauon Informatlon and Technology Transfer Bureau for
’ tbelr mformauon and records purposes :

so ORDEREDE” -

"The brothers King ﬁled a Motrorr for Extensron of Time to File Petition for
Rev1ew 23 followed by a Petrtron for Revrew24 wrth the CA.

7 1d at 1026—1029.
B Id at 1029.
1% See.id at 1031. '
2 - pd at 1031-1036. The December 18,2023 Decision in Appeal No.-14-2023-0012 was penned by D]rector
© " General Rowel S.-Barba of the Ofﬁce of the D;rector General Intellectual Property Office.
1 kd, at 1034-1036.
2 Id. at 1036.
2 1d at 1037-1041..

M g at69-107.
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_Rulmg of the. Court of Appeals

 In the assaﬂed Resolutlon25 dated March 25, 2024, the CA demed the
brothers’ motion for extension of time and consequently drsmrssed the petition
. for having been filed 15 days- beyond the reglementary period. it emphasized "

~that the r1ght to appeal is a mete statutory: pr1V11ege that must be ‘exercised

- strictly in accordance Wlth the riles. The CA further noted certain procedural

- defects in the petition, 1nc1udmg the faﬂure to mdlcate the: competent evidence

- of 1den11ty in‘the verification and afﬁdav1t of setvice, the omission of the parties’ .
respective addresses, and the: failure to state the notary. pubhc ok updated MCLE -
comphance in the Verlﬁcatron and certlﬁcatlon agamst forum shopplng

The disPO'sitive portion of the Resolu'tio'n' reads:

WIlEREFDRE, in view of the foregomg, Petltloners Motlon for
“Extension of Time to File Petition for Review is DENIED for lack of merit:
A0cordmgly, the:: 1nstant casc is hereby DISMISSED for failure. to file the-
Petition for Review within the reglementary perrod in accordance with Sectlon

' 4 Rule 43 of the Rules of Court. -
The Petrtlon for Revrew ﬁled on February 14, 2024 is merely noted

SO ORDERED 4 (Fmpha51s in the orrgmal) _:

Accordmgly, the brothers ng moved for recon51deratlon explammg

the reason for the: delay and attaclnng the MCLE" cettification on the notary

- public’s comphance -a Gorrected Verlﬁcatlon and certification against forum

. shoppmg stating’ the brothers address with: competent evidence of .identity

* presented beforé the notary, and‘a photocopy of the- afﬁdav1t of service W1th "
competent evidence of 1dent1ty of the server: 29 - o

The CA denied the motton for recon31derat10n 30 hence th1s Petition for
: ReV1eW :

I_Ss:u'e Lo
Didthe CAerrin _di'SH_iiSSing the petitioners” appeal?
Our Ruling -

* The Petition is meritorjous.... - -

254 at 8559
27 4 at’58-59.
28 Seeid atol.
2 See’id at 62-63..
0 Id at67.
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On the procedwal aspect o

Asa general rule a pet1t1on that is ﬁled out of tlme should be d1sm1ssed
The rlght to appeal is neither a natural r1ght nora part of ‘due process, but is
‘merely a statutory’ pr1V1lege that may be exercised only in the manner and in
. accordance with the provisions of law. Thus, one who seeks to avail of the right
" to appeal must comply with the requirements of the Rules. Fallure to do so leads:
to the loss of the right to appeal.”’

_ Nevertheless the Court has on occasion relaxed procedural rules in the

- filing of appeals due to strong considerations of’ fairness and justice and in

" extraordinary situations that merit liberal application of the rules.’? The Court

~ has held that although the perfect1on of an appeal within the reglementary period
is mandatory, in limited cases, the Tule may be suspended when compelling
reasons SO Warrant or when the purpose of ] Justlce s0 requires it.*?

Here compelhng reasons exist to. Jusnfy the relaxation of the rules, both
© with respect-to the delay mn ﬁhng the petltron and the procedural defeots cited
_ by the CA : : .

: F zrst the pet1t10n 18 1n1pressed w1th substannve mer1t It presents a prima
o facze case that respondent’s trademark reg1stratlons were: procured in bad faith,
' L.e., with prior knowledge of another ent1ty s prior ‘use of. and long-standing
" ‘identification with the mark. It likewise raises substant1al questions regarding
the acquisition and ownersh1p of trademark r1ghts where the mark constitutes
" partnership property. Where a petition presents substantial issues warranting
~ resolution on the merits, the Court has recognized that procedural rules may be
 relaxed in - the interest. of substantial justice. Under the - circumstances,
- dismissing .the petition on purelv procedural grounds ‘would unnecessarily
o foreclose the resolutlon of these issues.** - : :

- Second, the delay in ﬁling was not substential and was adequately
explamed by petitioners. Before the period to appeal expired, petitioners moved
- for a.15-day extension of time,”’ later explaining that certain documentary
_attachmients needed to complete the petition’ had not yet been issued, among
“other reasons. Thts explananon is supported by the dates appearing on the

o cert1ﬁcat1ons and anriexes: Eventually attached to the petition.’” Although the

' petition ‘was ultimately filed 15 days beyond the original deadline, nothing in
~ . the reoords suggests that the delay was dehberate or 1ntended to delay the

- 31" Ramirez v. Elomzna 898 Ph}l 725, 735436 (2021) [Per J. Hernando, Third Dwmon] {Citations omitted)
32 Neypes v. Court ofA‘ppeals 506 Phil. 613, 625-626 (2005) [Per J. Corona, En Banc]. (Citations omitted)
3 Republic v. Martinez, 881 Phil. 359, 370-371 (2020) [Per J. Reyes, Ir., First Division].

3 See Abrigo v. Commission on Aua’zt 921 Phil. 1067, 1075—1076 (2022) [Per J. Zalameda, En Banc].

(Cltatmns omitted) . ' : _

.3 "Rollo, pp: 1037-1041.

3% Jd-at18-1% - ..

37 Seeid at 19.
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_proceedrngs Under these crrcurnstances the relatrvely brlef delay _]UStlﬁGS
By 11bera1 apphcat1on of the Ruies ) - : -

_ Lastly, pet1t1oners promptly moved for reconsrderatron and substantrally' -
: .'_cornphed with the requiremerits. pomted'out by the CA*® They submitted the
‘missing MCLE certlﬁcatron of the notaryrpubhc corrected the verlﬁcatron and
" certification against forum’ shoppmg 10 1nclude the' partres “addresses and
competent evidence of 1dent1ty, and attached the requ1red proof of identity in
the affidavit of service.”® These prompt corrective. measures demonstrate
petitioners’ good faith efforts to comply: wrth the Rules and cure the procedural

o 'defects 1dent1ﬁed by the CA.

Taken together the substantlal issues rarsed in the petrtron ‘the relatlvely_

brief delay. in its ﬁhng, and- their prompt correction-of the procedural defects

_ . justify a liberal apphcatron of the Rules. The Court therefore ﬁnds it proper o
- resolve the controversy on the merits. .

_ On the substantive’f aspect' -

The IPO Dlrector General reversed the con51stent ruhngs of the
‘Adjudication Officer and the Director on the premrse that, under the Intellectual
Property Code, ownershlp of a trademark 18 acqulred through registration rather
than prior use, and that no ex1st1ng tradernark registration:er earher apphcatlon
‘ prevented respondent frorn regrsterrng the subjeet ero rnarks '

Indeed, Section 122 of the: Intellectual Property Code prov1des that “[t]he
rights in a mark shall be acqurred through registration made validly in .
- aceordance with the provisions of this law.” Under the present statutory'
. =fra:rnework ownership of a trademark- is acqurred through valid registration.*!

" Unlikeunder the former Trademark Law prlor use no longer confers ownersh1p' .
' over a mark ' : |

The fmegomg rule however, is not wrthout quahﬁcatmn Section 122
provides that trademark rights arise only from’ regisiration made validly” in
-+ accordance with the Intellectual Property Code. This requrrement 18 srgmﬁcant

it récognizes . that - not  every - registration automatrcally vests protectable
- trademark rights upon the: regrstrant A reglstratron ‘procured in bad faith or
otherwise obtarned contrary to the prov1srons of the Intellectual Property Code

B Seeidat12-13. -

¥ Seeid.

WO 74 at 1034. ' : o

~#1 Republic Act No. 8293 (1997), sec. 122; C‘ampbrtdge Waterproof ing Systems Inc. v, . Greenseal Products

[M] Sdn. Bhd., G.R. No. 269302, January 22, 2025 [Per J. Lopez, J., Second Division] at 9-10. This . ~

pinpoint citation refers to the copy of the Demsron uploaded to the Supreme Court websrte (Citations
omitted) _

2 Campbridge Waterproofing Systems, Inc W Greenseul Products [M] Sdn Bhd G.R. No 269302 January
22,2025 [Per J. Lopez, J., Second Division]| at 9-10. This pmpomt crtat;on refers to the eopy ofthe Decrs1on
~uploaded to the:Supreme Court websma (Cltatlons omrtted) S :
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~is not one made validly and does not give rise to protectable trademark rights.*?
Such reglstratlons temain subject to cancellatlon as expressly provided under
Section 151. l(b) thus:

Sectlon 151. Cancellatron ~151.1. A pet1t1on to cancel a registration of a mark

. undcr thls Act may befiled with the Bureau of Legal Affairs by any person who

. believes. that’ [they: are] or w1ll be damaged by the. reglstratmn of a‘mark under
' T.hlS Aot as follows S S : :

(b) At any tlme 1f the reglstered mark becomes the generi¢ name for the goods
' or services, ora portlon thereof, for which it is registered, or has been. abandoned
-or ifs reg1stratlon wis z)bl‘amad fraudulently or conirary to the provisions of this
“Act, or if the registered mark is being used by, or with the permission of, the
registrant ‘so as to misrepresent the source of the goods or services on or in
- connection with which the mark is used. If the registered mark becomes the
- generic name for less than all of the goods or services for which it is registered,
Ca petition to cancel the registration for only those goods or services may be filed.
- A registered mark shall not be deemed to.be the generic name of goods or services
solely because such mark is also used asa name of or to identify a unique product
~ or service. The primary S1gn1ﬁoanoe of the registered mark to the relevant public
rather than purchaser motivation shall be the test for determining whether the
1eglstered mark has become the generic name of goods or services on or in
connection w1th wh1ch it has been used (Emphasrs supphed)

The Court rerterated these prmolples in. Campbrzdge Waterproof ing
szstems Inc V. Greenseal Product‘s (IW) Sdn Bha’ 4 |

The prevarhng statement of how ownersh1p of a trademark is acquired was

forrned in'the case of Zuneca where this-Court ruled that upon the enactment of

' the Intelleetual Property Code ownersh1p over a trademark is aequlred through
reglstratlon thus o

The 'current rule under the TP Code is thus in stark contrast to
the rule on ‘acquisition of ownership. under the Trademark Law, as
_amended. To.recall, the Trademark Law, as amended, provided that -
prior use and non-abandonment of a mark by one person barred the
future registration of an identical or a confusmgly similar mark by a
- different proprietor When confusion or deceptlon was likely. It also

. stated that one- acqulred ownership overa mark by actual use..

See Campbrzdge Waz‘erproof ng Systems fnc A Greerzseal Proa’ucfs [M] Sdn. Bhd.; G.R: No. 269302,
January 22,2025 [Per J-Lopez, J., Second Dmsaon] at 10 This pinpoint eitation refers to the copy of the
-Decision uploaded to the: Supreme Court website.’ (Cltanons omitted); see also Medina v: Global Ouest
. Ventures, Jic., 896 Phil. 47, 5763 (2021) [PerJ Leonen, Third Division]; Lim v See, 934 Phil. 527, 543
" 544 (2023) [Per 1. Lopez 1 Second Division); Zuneca Pharmaceuticalv. Natrapharm, Inc., 882 Phil. 278,
336 (2020) [Per I Caouloa En' Bam]' and 7.: Pérlas-Bernabs, - ;Concurring Opmlon in " Zuneca
Phgrmacentical v. Natrapharm, Inc, 882 Phil. 278 373 (2020) [PerJ. Caguloa, £n Banc]. (Citations
: omitted)- =
# - G.R.No. 269302, January 2? 2025 [Per J. Lopez, 1, Second Division].



Onoe the IP Code took eﬂ’ect however the general rule on
ownershlp was. changed and repealed At present as expressed inthe .
language of the provisions-of the- 1P Code;. prior use no longer -
determines the acquisition | of ownershlp of a mark in l1ght of the

~‘adoption of the rule that ownership of a mark is ‘acquired through
registration made validly in accordance with the prov1srons of the TP
- Code. (C1tatrons ormtted) :

o Nomlthstandmg thls detlarat ion, - thls Court Llarlﬁed that the
‘_-Lertlﬁcate of registration remains only prima fac;e ev1dence of the vahdlty of
. registration and the registrant’s- ownership of the mark, in recognition of
instances when the certificate of registration docs not reflect the true owner
~of the mark, such as, among others, when the reglstratlon Was done in bad _
falth or contrary to law e , Do '

Thus, m Medma v Global Quest Ventures, Inc thls Court stated that
~ while it is registration that vests ownershlp onia’ mark pursuant to Section -
151 (b) of the Inteliectual Property Code, regstratmns done in bad faith or -
. " contrary to the proyisions: of the, Tnteﬂectual Property Code may stlll be a s
. bams for the cancellatmn of a mark. ST R S :

- More,.ii} 'Zurzeca,-'thiis--Cimrt -'conﬁrmed'_that'rﬁarks. registered in bad -

faith or contrary to law should never have been registered in the first place, .

“and as such, the registration is rendered void and shall be cancelled after -
-proper.proceedings.45 -(Ernphasis supplied, citations omitted)

. ' As apphed the Court ﬁnds that respondent S reglstratrons were not Vahdly
: __obtalned and must therefore be cancelled :

The records establlsh that the “le@” mark and 1ts Chlnese equwalent “ERE

L had long been used in connection with the restaurant Business operated by
- Eng Son Co. The Lido Restaurant traces its. origins to as éarly as. 1936. King Si -
- Blak .and: Alipio later orgamzed Eng Son- Co. for the specific purpose of
~-operating the Lido Restaurant, after which the partnershlp contmuously used N
: .':the leo name in. conneetlon w1th 1ts busrness P :

: Thls prror use of the leo mark by Eng Son Co had been recogmzed by
“the IPO as carly as 2010, In IPC No. 14-2009- 00213; the IPO ruled that the right

to register the trademark “Panciteria’ Lido;” which 1ncorporates the same
‘dominant element “leo 47 belonged to Eng Son Co and not to Alipio or King
- SiBiak 1nd1v1dually ' '

45 1d at 9-10. This- pinpoint crta‘non refers to the copy of'the Doelston uploaded to the Supreme Court website.
© . (Citations omitted) v
4 Rollo, pp. 1027-1028; : : .
A7 -Under the dominancy test, the foeus is-on the sum]arity of the prevalent or dommant features of the -

" _competing marks that might cause confusion or deception (Kolin Eléctronics Co., Inc: v. Kolin Philippines
International, ‘Inc., 896 Phil. 190, 217 (2021) [Per J. Caguioa, En.Banc]). Descriptive or generic
components are-accorded little we;bht being incapabie of identifying source (Societe Des Produits Nestle,
S.A. v. Court of Appeals, 408 Phil. 307,323-327 (2001) {Per ). Y nares-Santiago, First Division}). Here, the

~ dominant and the only source-ldenhfymg freature of'the subjeet reglstra‘tlons is“Lido,” with “Coema Tsina” . -
i _bemg merely descriptive of a Chlnese eatery : . . -
" Rollo,p p 159_163 L -
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. Respondent cannot drsclan'n +this knowledge One of its partners Alipio,
~ was directly 1nvolved in the operations of Panciteria 1.ido and was a party to the
earlier administrative case.”” Under Article 1821 of the Civil Code, notice to or
knowledge acquired by a partner. concerning partncrshrp affairs operates as
~ notice to or knowledge of the partnershrp

Artrcle 1821, Notrce to any partner of any matter relating to partnership affairs,

- and the knowledge of the partner acting in the particular matter, acquired while

~ a partuer or then present to his mind, and the knowledge of any other partner who

.. reasonably could and should have communicated it to the acting partner, operate

" as notice to or knowledge of the partnership, except in the case of fraud on the
partnerslnp, comnntted by or wrth the consent of that partner _

| 'There bemg no, showrng that the exceptlon under Artlcle 1821 applies, -
"respondent is legally charged with Ahpro S knowledge that the rlght to reglster
the L1do mark belonged to Eng Son Co '

In Zaluera . Cyma Greek T averna Co ,51 the Court held that a partner who
apphes for the regrstra’tlon of a mark despite knowledge that the mark belongs

- to the partnershrp acts in bad faith, such that the application is unregistrable and

does not confer valid trademark rights under the Intellectual Property Code:

_ Unl_rke'the _rule on ae_qmsrtron-of ownersl_up, the pronouncements of the Court
" relative to'registrations obtained in bad faith under the Trademark Law, as
* amended, still subsist even after the effectivity of the IPC. Thus, while the Court
- has-expressly abandoned its ruling in Shern Dar,—holding that prior use no longer-
determrnes ownership and no longer defeats the prima facie assumption of
ownership conferred by registration—prior ‘use may still be considered in
determining the existence of bad faith and the registrability of trademark
- applications. Where in the course of a trademark application, it is Jound that: (i)
- an entity has prior use, creation artd/or regzsrrat‘zorz ofa trademark and (ii) the
~ applicant has knowledge of the said prior: use; creation arzd/or regzstrarzon —the
. trademark applzcatzarz is unreg:strable due ta. rhe atrerzdance of bad fazt‘h on the.
- part of the applzeant and the same should be demed

: Applyrng the foregorng in the 1nstant case; the Court notes that although it was
~ not. categorically stated, the TPOPHL’s factual findings' show that Zulueta’s
trademark applrcatronxwas made in bad faith. ds a partner,: Zulueta, was withaut
a doubt aware of the prior use of the trademark by the partnership, and that it
~ had been Raoul Goco. who conceptualized the mark for the partnership while on
vacation in Greece . . . Despite the fact that Zulueta was the first to file a
trademark: applzcatron hzs knowledge of the prior-use by Cyma Partnership of
the trademark meant that A’alaeta s trademark applzcaaon was filed in bad faith.

C ¥ Id at159-163. '

30, See generallv éaatzago .Sjjueo [m W Cﬂs[ra 256 Phil 621 643 644 (1989) [Per J. Narvasa, F]rst
~ Division]. -

L 934 Phil. 34 (2023) [PerJ Kho Jr Second Dmsmn}
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_ As a-consequence, lns trademark applloatron cannot be granted and he did not
o obtam any. pnorlty rrghts under Seet1on 123 (d) of the lPC 32 (F l’nph&SlS supphed)

| : The'Sarne pr1ne1ple governs’ this case. Th‘rough Allplo respondent knew
. that the right to register the Lido mark belonged to Eng Son Co., , yet it caused
the registration of the subject marks in its.own name. This bad farth precluded
respondent from acquiring protectable trademark rlghts under the Intellectual

L Property Code and Warranted the cancellat1on of 1ts reglstratlons under Sectlon

o Even 1f the quesuon of bad falth Were latd as1de respondent s reg1strat10ns _
- would remain infirm under Seeuon 165*‘2' This prov1s1on proteets a trade name,
whether or not regzsz‘ered against. any ubsequent use: by a third party that is -
 likely to mtslead the pubhe S+ For. deeades Eng Son Co. conducted business
~ under the names “Lido,” “Parciteria Lido,” and “Lido Restaurant.”® By -
registering marks dominated by the distinctive “Lido” identity associated wrth-
Eng Son Co., respondent appropriated Eng Son Co.’s protected trade name.
Such registration falls. squarely wrthln the proh1b1t10n of Section 165 2 and is’
' VOld on that ground 56 : S

o Neither can the Court sustain’ the IPO D1rector General’s conclusron that -
v Klng S1 Blak’s death vested exclusive rights over the dtsputed_ marl(s in Al1p10.

L Under the Civil Code property acquired by a partnersl'up belongs to the
. partnership itself.’” While a partner has an interest in the partnership, no partner
' Smay- approprlate specrﬁe partnershlp property as- exclusrvely their own.>®
~ Mereover, although the death ‘of a: partner ‘causes the  dissclution of the
_ partnersh1p, 1t does not termrnate the jpartnersh1p, whlch contrnues untll the

2. at 42-43.
5% Id .
* 'Republlc Act No. 8293 (1997) sec. 165 states: :
© ‘Section 165. Trade Names or Business Names. — l65 1. Aname or des1gnat10n may not be used as'a
- trademame if by its nature or the use to which such name or designation may be put, it i§ contraty to public
- order or morals and if, in particular, it is liable to decerve trade e1rcles or the public as to the nature of the
enterprise identified by that name, -

1652, () Notwnhst"mdmg any laws or regulatlons prov1dm0 for any obligation to reg1ster trade names,

" such names shall be protected even prlor to or without reg1strat10n against any unlawful act cominitted by
third parties.

(b) In particular, any subsequent use of the trade name by a third party, whether as a trade name ora
mark or collective marl, or any such use of a similar frade name or marl( ltkely to mislead the publlc shall
be deemed unlawful. ' :

% Rollo, pp. 1027-1028. ' '
% See Campbridge Waterpraof ng Sysfeme Inc V. Greenseal Pmaucts [M] Sa’n Bhd G R. No 269302, -
‘ January 22, 2025 {Per 3: Lopez, I., Second Dtvtslon] at 1011 ‘This pmpomt 01tat1on refers to the copy of
o the DeCISlOH uploaded toithe Supreme Court website: (Citations. omitted) - :
31 CrvIL CODE; arts. 1768 and 1811; 526 Heirs OfD; Celesting Henson'v. Don Pepe Henson Enrerprzses Inc.,
. G.R."Nos. 265172 & 265872 [Per 1, “Klio;-Jr, Seeond Drvrsmn] at 9. This pmpoint citation refers to the
© - copy of the Decrslon uploaded to the Supreme uourt websrte (Cltatlons omltted) : '
¥ See id. . L R :
¥ CIVIL Conr:, art, 18.30(5)



Decision 12 R G.R. No. 279019

~ winding up of its affarrs has, been completed 60 Untrl liquidation has been
- concluded and the. partnershlp assets lawfully dlstrrbuted partnership property
_ retalns 1ts character as partnershlp property .

__  Here, nothlng in’ the records establlshes that Eng Son Co. was ever
' llquldated or that the Wmdmg up.of ity affairs was cver undertaken. Neither is
-there-any evrdence that ownership of the subj ect marks was lawfully transferred
to Alipio or respondent ‘Absent such showing, Alipio could not claim exclusive
ownership over them, much less cause their reg1strat10n in the name of another

: partnershrp '

. Fmally, contrary to the IPO Dlrector General’s ruling, petltroners possess
o sufﬁ01ent legal. interest to. maintain the present cancellation proceedings.
- Whatever proprretary interest King Si Biak held in Eng Son Co. passed, upon
his death, to his heirs in accordance with the rules on succession.* While such
'heredltary interest did not autornat1cally vest in petitioners ownership over
specific partnership. assets prior to- liquidation, it nevertheless gave them a
.. sufficient legal interest to challenge acts allegedly i impairing their predecessor’s
; jpartnersmp mterest mcludrng the alleged unlawful regrstratlon of partnershlp

o property.®

Co Ultrmately,.thrs case does not ‘turn on who secured a cert1ﬁcate of
3 registration: Rather, it turns on whether such reg1strat10n was validly obtained
- in accordance with the Intellectual Property Code: The records show that they -

- were not. Respondent knowmgly caused the registration of marks that, through

~one of its own partners, it knew had long been used and closely identified with
~another entity. ‘Registration obtained- under such circumstances cannot be
~ regarded as registration validly made" in accordance with. the Intellectual
: Property Code and therefore cannot glve rise to. protectable trademark rights.

: ACCORDINGLY the Petition is GRANTED The Resolutions dated
' -"March 25,2024 and February 12,2025 of the Court of Appeals in CA-G.R. SP
No. 182419 are REVERSED and SET ASIDE. The Decision dated December
18,2023 of the Office of the Director General of the Intellectual Property Office

~ is REVERSED. The Decision dated December 18, 2020 of the Bureau of Legal

~ Affairs. Ad_]udrcatlon Officer; a3 affirmed by the Declsron dated December 30,

- 2022 of the BLA Director, is REINSTATED insofar as consistent with this

- Decision. Tradernarl( Reglstratlon Nos. 4+ 2012 014828 and 4-2012-014829 in
- favor of Panclterla erc Chlnese Cursme Co .are CANCELLED '

[EE
f

8 CvIL, CODE, art, 1829; see Sunga-Chan v. Chua, 415 Phil. 477, 490-491 (2001) [Per J. Gonzaga-Reyes,
Third Division] and Sy v. Court oprpeaJs, 372 Phil. 207, 228—229 (1999} [Per J. Purisima, Third Division].
- (Citations omitted)

61 - CrviL CODE, art. 1829 in 1elatlon to art. 1819 see also Sy w Court oprpealS, 372 Phil. 207, 228-229
S (1999) [Per I Purisima, Third Division]. (Citations omitted) :
©L 2 CrviL COBE, arts: 777 and 1841, '
. 8 See CIVIL CODE, art, 1841; Emnacev Court 6f : 4ppea!s, 422 Phil. 10, 25226 (2001) [Per J. Ynares-Santiago,
~ First D1v1sxon] (Crtauons omitted)
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CERTIFICATION

- Pufsiian‘i: 1o _Article VI, _Se‘btion 13 of the Coristitution-, I certify that the

_concl_us_'io_ns" in the above Decision had been reached in consultation before the
- case was assigned to the writer of the_op._inion of the Court’s Division.




